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The MAILING DATE of this communication appears on the cover sheet with the correspondence address •- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IS Responsive to communication(s) filed on 21 November 2000 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) £3 Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-7.10 and 11 is/are rejected. 

7) E3 Claim(s) 8 and 9 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)E| All b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) |3 Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 3. 6) CD Other: 
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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the hasis for the rejections under this section made in this Office action: 

A person sna 11 be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in tkis or a foreign country or in public 
use or on sale in tkis country, more tban one year prior to tke date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another fded in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application fded in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 5 & 11 are. rejected under 35 U.S.C. 102(b). as being anticipated by 
USP 4,775,634 to Sienkiewicz (kerein referred to as "Sienkiewicz"). 

Sienkiewicz teacbes a metbod and apparatus for measuring dissolved organic 
carbon in water sample. Tbe metbod comprises a closed oxidation cbamber 10 wberein a 
water sample from a process feed line 12 and input valve 14 is attacbed. A closed 
measuring cbamber 16 is provided and is connected to oxidation cbamber 16 by a gas 
loop. An ultraviolet lamp 46 and microprocessor are also components of the apparatus. 
An initial conductivity measurement is made witb regard to tbe amount of inorganic 
content of tbe sample and tben tke UV ligbt is activated. Tbe organic matter is present 
in tbe sample water in tbe oxidation cbamber is oxidized to carbon dioxide. Tkis causes 
furtber conductivity ckanges in tke sample in tke measuring ckamber. Tke ckange in 
conductivity tkat kas occurred in tke measuring ckamber is measured and is proportional 



Application/Control Numter: 09/71 7, 149 Page 3 

Art Unit: 1743 

to the total organic carton concentration water sample. Wkile it is noted that 

Sienkiewicz does not expressly teach that the relationship hetween the flow rate, the 
volume of the measuring chamher and the irradiation time is F=V/T, it is the Examiner's 
position that the disclosure of Sienkiewicz would emhrace such a relationship, ahsent any 
evidence to the contrary. 

3. Claims 1,3,4, 5, 7, 10 & 11 are rejected under 35 U.S.C. 102(e) as heing 
anticipated hy USP 6,444,474 to Thomas et al. (herein referred to as "Thomas"). 

Thomas teaches a method and apparatus for measurement of total organic carton 
(TOC) that comprises a sample channel for receiving a water sample wherein the water 
sample can he irradiated with UV radiation to oxidize the organics to carbon dioxide 
(abstract). The method may also comprise a photocatalyst (abstract). The carbon dioxide 
generated by the UV irradiation of organics is detected using conductivity measurements. 
In a flow-cell configuration for conductivity measurement of TOC, sample is introduced 
into each flow path of the sample cell at a selected flow rate. The sample in the 
measurement channel is irradiated to mineralize the organics therein. The sample in the 
control path is not irradiated. Conductivity is measured near the end of the flow path and 
a comparison is made between the sample in the measurement path and the sample in the 
control path to exclude background conductivity. The flow rate is adjusted preferably to 
insure substantially complete mineralization of the measurement sample before it reaches 
the conductivity electrodes (col. 10, lines 50-62). The TOC measurement of the device 
can be employed as components in a feedback control system or alarm system to detect an 
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undesirable level of organics in a water supply or process line (presumably, tbis could be 
affected by a variation in UV ligkt). See col. 17, lines 10-13. 

Witk regard to tke presence of a pkotometer to measure tbe amount of UV ligkt 
from tke UV ligkt source, since tke UV must be maintained at a wavelengtk of less tkan 
400nm, one of ordinary skill in tke art would find implicitly in tke disclosure of Tkomas 
tkat tkere is some means, suck as a pkotometer, present to ensure tke proper UV 
intensity (col. 14, lines 8-26). Witk regard to a means for confirming tke rate of flow of 
tke test liquid, tke presence of flow controllers or regulators (col. 7, lines 64-66) would 
certainly meet tkis limitation, as suck devices would possess some indication of tke fluid 
pressure, even if it is no more tkan confirming wketker tke fluid pressure is off or on. . 

Claim Rejections • 35 USC §103 

4. Tke following is a quotation of 35 U.S.C, 103(a) wkick forms tke basis for all 
obviousness rejections set fortk in tkis Office action: 

(a) A patent may not be obtained thougn tke invention is not identically disclosed or described as set 
rortk in section 102 of tkis title, if the differences between tbe subject matter sougbt to be patented and 
tbe prior art are suck tkat tke subject matter as a wbole would bave been obvious at tbe time tbe 
invention was made to a person baving ordinary skill in tbe art to wbicb said subject matter pertains. 
Patentabikty sball not be negatived by tke manner in wkick tke invention was made. 

5. Tke factual inquiries set fortk in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), tkat are applied for estaklisking a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining tke scope and contents of tke prior art. 

2. Ascertaining tke differences between tke prior art and tke claims at issue. 

3. Resolving tke level of ordinary skill in tke pertinent art. 

4. Considering objective evidence present in tke application indicating 
obviousness or nonobviousness. 
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6. Claims 2 & 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tkomas. 

Tkomas teackes tke invention substantially as claimed witk tke exception of 
expressly teacking increasing tke rate of flow at wkick tke test liquid passes tkrougk tke 
oxidizing vessel after tke maximum conductivity is measured. 

However, Tkomas clearly does disclose adjusting tke flow rate for a variety of 
reasons to include insuring tke complete mineralization of tke measurement sample & to 
facilitate tke passage of water tkrougk tke sample ckannel. In order to ackieve greater 
efficiency in testing numerous water samples, it would kave been obvious to one kaving 
ordinary skill in tke art to increase tke flow rate of tke water sample after tke TOC 
conductivity measurement kad keen performed to more quickly move tke sample out of 
tke way so tkat anotker water sample could be introduced into tke sample cell. 

Allowable Subject Matter 

7. Claims 8 & 9 are okjected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of tke limitations of tke 
kase claim and any intervening claims. 

8. Tke following is a statement of reasons for tke indication of allowable subject 
matter: tke prior art does not teack tkat tke apparatus includes an oxidizing process vessel 
wkick is an annular reactor witk an inner UV transparent tuke surrounding tke UV ligkt 
source, witk test liquid passing tkrougk tke annular space. 



Application/Control Number: 09/717, 149 Page 6 

Art Unit: 1743 

Any inquiry concerning tkis communication or earlier communications from the 
examiner should be directed to Monique T. Cole whose telephone number is 703-305- 
0447. The examiner can normally be reached on Monday-Thursday from 6:30 A.M. to 
4:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 703-308-4037. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9310 for 
regular communications and 703-872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306- 

0661. 
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Examiner 
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